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Period for Reply 

A SHORTENED STATUTORY PERIOD FOR REPLY IS SET TO EXPIRE 3 MONTH(S) FROM 
THE MAILING DATE OF THIS COMMUNICATION. 

- Extensions of time may be available under the provisions of 37 CFR 1 .136(a). In no event, however, may a reply be timely filed 
after SIX (6) MONTHS from the mailing date of this communication. 

- If the period for reply specified above is less than thirty (30) days, a reply within the statutory minimum of thirty (30) days will be considered timely. 

- If NO period for reply is specified above, the maximum statutory period will apply and will expire SIX (6) MONTHS from the mailing date of this communication. 

- Failure to reply within the set or extended period for reply will, by statute, cause the application to become ABANDONED (35 U.S. C. § 133). 
Any reply received by the Office later than three months after the mailing date of this communication, even if timely filed, may reduce any 
earned patent term adjustment. See 37 CFR 1 .704(b). 

Status 

1 )□ Responsive to communication(s) filecJ on . 

2a)n This action is FINAL. 2b)H Tliis action is non-final. 

3) n Since this application is in condition for allowance except for fonnal matters, prosecution as to the merits is 

closed in accordance with the practice under £x parte Quay/e, 1935 CD. 11, 453 O.G. 213. 

Disposition of Claims 

4) 13 Claim(s) l^P is/are pending in the application. 

4a) Of the above claim(s) is/are withdrawn from consideration. 

5) 0 Claim(s) is/are allowed. 

6) 13 Claim(s) ii9 is/are rejected. 
?)□ Claim(s) is/are objected to. 

8) 0 Claim(s) are subject to restriction and/or election requirement. 

Application Papers 

9) 0 The specification is objected to by the Examiner. 

10) 13 The drawing(s) filed on 22 Auoust 2003 is/are: a)l3 accepted or b)n objected to by the Examiner. 

Applicant may not request that any objection to the drawing(s) be held in abeyance. See 37 CFR 1.85(a). 
Replacement drawing sheet(s) including the con-ection is required if the drawing(s) is objected to. See 37 CFR 1 . 121(d). 

1 1) 0 The oath or declaration is objected to by the Examiner. Note the attached Office Action or fomi PTO-152. 

Priority under 35 U.S.C. § 119 

12) 13 Acknowledgment is made of a daim for foreign priority under 35 U.S.C. § 1 19(a)-(d) or (f). 
a)I3 All b)n Some * c)^ None of: 

1 .M Certified copies of the priority documents have been received. 

2. n Certified copies of the priority documents have been received in Application No. . 

3. n Copies of the certified copies of the priority documents have been received in this National Stage 

application from the International Bureau (PCT Rule 17.2(a)). 
* See the attached detailed Office action for a list of the certified copies not received. 
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DETAILED ACTION 

Claim Rejections - 35 USC S 112 

1 . The following is a quotation of the second paragraph of 35 U.S.C. 1 12: 

The specification shall conclude with one or more claims particularly pointing out and distinctly claiming the 
subject matter which the applicant regards as his invention. 

2. Claims 4 and 8-9 are rejected under 35 U.S.C. 112, second paragraph, as being indefinite 
for failing to particularly point out and distinctly claim the subject matter which applicant 
regards as the invention. 

(a) Claim 4 recites an improper Markush group. It is suggested that either (i) in line 3 
after "from", the phrase "the group consisting of is inserted or (ii) in line 4, "and" is changed to 
"or^'. 

(b) Claim 8 recites that the acrylic resin particles are "resin particles containing a main 
component of poly aery lie acid or poly aery lie acid ester". The scope of the claim is confusing 
because it is not clear what is meant by "main component". Must the acrylic resin contain certain 
amount of polyacrylic acid or polyacrylic acid ester? Clarification is requested. 

Further, the scope of the claim is confusing because it is not clear how the acrylic resin 
contains a main component of a polymer , i.e. polyacrylic acid or polyacrylic acid ester. That is, 
resin is typically obtained from monomers , i.e. acrylic acid or acrylate. Clarification is requested. 

(c) Claim 9 recites that the "ink set is in a form of ink cartridge". The scope of the claim 
is confusing because it is not clear what is meant "in a form of ink cartridge". How is the ink set 
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is in a form of ink cartridge? Does this refer to the ink set being contained in an ink cartridge? 
Clarification is requested. 

Claim Rejections - 35 USC S 102 

3. The following is a quotation of the appropriate paragraphs of 35 U.S. C. 102 that form the 
basis for the rejections under this section made in this Office action: 

A person shall be entitled to a patot unless- 

(b) the invention was patented or described in a printed publication in this or a foreign country or in public use or on 
sale in this country, more than one year prior to the date of application for patent in the United States. 

4. Claims 1-3 and 5-9 are rejected under 35 U.S.C. 102(b) as being anticipated by Ma et al. 
(U.S. 6,540,329). 

Ma et al. disclose color ink set comprising (i) black ink comprising water, solvent, black 
pigment, resin having carboxyl group, and pH adjusting agent, i.e. organic amine and (ii) colored 
ink comprising water, solvent, coloring pigment, resin obtained from sulfopropyl acrylate, and 
pH adjusting agent, i.e. organic acid. It is disclosed that the black ink possesses pH of about 8 
while the colored ink includes magenta ink possessing pH of about 3 and yellow ink comprising 
pH of 2.5-4. There is further disclosed ink cartridge containing the ink set (col.l, Unes 13-15, 
col.4, lines 20-35 and 40-57, col.5, lines 10-21, col.6, lines 1-8 and 25-28, col.7, hnes 36-40, 
col.8, lines 21-23, 39-44, and 48, col.9, lines 41-col.lO, Une 15, and col. 12, lines 11-34). It is 
noted that the disclosure that the pH of the black ink is "about" 8 clearly encompasses presently 
claimed pH in claim 2 of 8.7. 

In light of the above, it is clear that Ma et al. anticipate the present claims. 
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Claim Rejections - 3S USC S 103 

5. The following is a quotation of 351J.S.C. 103(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set forth in 
section 102 of this title, if the differences between the subject matter sought to be patented and the prior art are 
such that the subject matter as a whole would have been obvious at the time the invention was made to a person 
having ordinary skill in the art to which said subject matter pertains. Patentability shall not be negatived by the 
manner in which the invention was made. 

The factual inquiries set forth in Graham v. John Deere Co., 383 U.S. 1, 148 USPQ 459 
(1966), that are appUed for establishing a background for determining obviousness under 35 
U.S.C. 103(a) are summarized as follows: 

1 . Determining the scope and contents of the prior art. 

2. Ascertaining the differences between the prior art and the claims at issue. 

3. Resolving the level of ordinary skill in the pertinent art. 

4. Considering objective evidence present in the application indicating obviousness 
or nonobviousness. 

6. Claim 4 is rejected under 35 U.S.C. 103(a) as being unpatentable over Ma et al. (U.S. 
6,247,808) in view of Carlson et al. (U.S. 6,136,890). 

The disclosure with respect to Ma et al. in paragraph 4 above is incorporated here by 
reference. 

The difference between Ma et al. and the present claimed invention is the requirement in 
the claims of specific resin. 

Carlson et al., which is drawn to ink jet inks, disclose the use of polyurethane comprising 
carboxyl groups in order to minimize aggregation and flocculation of pigment (col.2, hues 34-39, 
col.6, lines 9-42, and col.7, lines 25-37). 
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In light of the motivation for using polyurethane comprising carboxyl groups disclosed 
by Carlson et al. as described above, it therefore would have been obvious to one of ordinary 
skill in the art to use such polyurethane in the ink jet ink of Ma et al. in order to prevent 
aggregation and flocculation of the pigment, and thereby arrive at the claimed invention. 

7. The prior art made of record and not reUed upon is considered pertinent to applicant's 
disclosure. 

Takuhara et al. (U.S. 6,706,104) discloses ink set conq)rising black ink possessing pH of 
8-11 and color ink possessing pH of 3-6, however, the color ink conprises dye not pigment as 
required in the present claims. 

Kaneko et al. (U.S. 6,540,329) disclose ink set comprising black ink possessing pH of 7- 
1 1 and color ink possessing pH of 3-6, however, there is no disclosure that the color ink 
comprises pH adjustor or resin particles as required in the present claims. 

Ichizawa et al. (U.S. 5,900,899) disclose ink set comprising black ink possessing pH of 8- 
1 1 and colored ink possessing pH of 6-9 which falls outside the scope of the claimed pH for the 
colored ink. 

Takizawa et al. (U.S. 5,990,227) disclose ink set comprising black ink comprising pH of 
8-13 and color ink comprising pH of 1-6, however, the inks comprise dye not pigment as 
required in the present claims. 



Application Number: 10/645,798 
Art Unit: 1714 



Page 6 



8. Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Callie E. Shosho whose telephone number is 571-272-1 123. The 
examiner can normally be reached on Monday-Friday (6:30-4:00) Alternate Fridays Off. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Vasu Jagannathan can be reached on 571-272-1 119. The fax phone number for the 
organization where this application or proceeding is assigned is 703-872-9306. 

Information regarding the status of an appHcation may be obtained from the Patent 
Application Information Retrieval (PAIR) system. Status information for published applications 
may be obtained from either Private PAIR or Public PAIR. Status information for unpublished 
applications is available through Private PAIR only. For more information about the PAIR 
system, see http://pair-direct.uspto.gov. Should you have questions on access to the Private PAIR 
system, contact the Electronic Business Center (EEC) at 866-217-9197 (toll-free). 
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